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— The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )|3 Responsive to communication(s) filed on 26 April 2004 . 
2a)D This action is FINAL. 2b)[x] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |3 Claim(s) 1-42 is/are pending in the application. 

4a) Of the above claim(s) 2,7,24-29 and 37-42 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1.3-6.8-23 and 30-36 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) H Claim(s) 1-42 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 

Attachment(s) 

1 ) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) EHnformation Disclosure Statement(s) (PTQ1449) Paper No(s) 6) E] OtKen : 
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DETAILED ACTION 

1 . This application remains assigned to Technology Center 1 700, Art Unit 1 723 and 
the following will apply for this application: 

Please direct all written correspondence with the correct application serial 
number for this application to Art Unit 1723. 

Telephone inquiries regarding this application should be directed to the 
Electronic Business Center (EBC) at http://www.uspto.gov/ebc/index.html or 1-866-217- 
91 97 or to the Examiner at (571 ) 272-1 1 39. All official facsimile should be transmitted 
to (703)872-9306. 

2. As the PTO continues to move towards a fully electronic environment, the office 
will phase-in its E-Patent Reference program. This program: (1) provides downloading 
capability of the U.S. patents and U.S. patent application publications cited in Office 
actions via the E-Patent Reference feature of the Office's PAIR system; and (2) ceases 
mailing paper copies of U.S. patents and U.S. patent application publications with office 
actions except for citations made during the international stage of an international 
application under PCT. 

Effective June 2004, paper copies of cited U.S. patents and U.S. patent 
application publications will cease to be mailed to applicants with Office actions from 
this Technology Center. Paper copies of foreign patents and non-patent literature will 
continue to be included with office actions. 

The U.S. patents and patent application publications cited in office actions are 
available for download via the Office's PAIR system. As an alternate source, all U.S. 



Application/Control Number: 09/81 7,698 Page 2 

Art Unit: 1723 

patents and patent application publications are available on the USPTO web site 
(www.uspto.gov), from the Office of Public Records and from commercial sources. 
Inquiries about the use of the Office's PAIR system should be referred to the Electronic 
Business Center (EBC) at http://www.uspto.gov/ebc/index.html or 1-866-217-9197. 

Requests to restart a period for response due to a missing U.S. patent or patent 
application publications will not be granted. 

Election/Restriction 

1 . Applicant's election of the species of Fig. 34 in Paper No. 4 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse 
(MPEP' 818.03(a)) 

2. Claims 2, 7, 24-29, and 37-42 are thereby withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected species, there being no 
allowable generic or linking claim. Election was made without traverse in Paper No. 4. 

Priority 

3. Acknowledgment is made of applicant's claim for domestic priority under 35 
U.S.C. 119(e). 



4. 



Specification 

The title and amended abstract are acceptable. 
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Double Patenting 

5. The terminal disclaimer filed 20 OCT 2003 has been approved and the double 
patenting rejection is therefore withdrawn. 

Claim Rejections - 35 CISC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1, 3, 4, 5, 6, 8, and 36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cox (US 3,219,264). 

The patent to Cox discloses a centrifuge apparatus comprising a stationary 
housing 29; a rotatable filter 1 disposed within the housing; the filter having an inlet 57 
and an outlet 16; inherently replaceable filter media 3, 26 which increases a filtration 
surface area and therefore improves the filtering efficiency of the solids constituent from 
the feed fluid; the filter media 3, 26 being spirally arranged about the axis of rotation 
(col. 3, lines 28-32); electric motor drive 53 with a rotatable output shaft 9a coupled with 
the filter 1 for rotating the filter; fixed shaft 57. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or(g) 
prior art under 35 U.S.C. 103(a). 

10. Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cox 
(US 3,219,264) in view of Vado et al. (US 5,656,164). 

Cox discloses all of the recited subject matter as noted above with the exception 
of the speed controller. The patent to Vado et al. discloses a centrifuge apparatus 
comprising a filter head 14; a housing 2 connected to the filter head 14; a rotatable filter 
9 disposed within the housing; the filter having an inlet 12 and an outlet 7; inherently 
replaceable filter media 1 1 for improving the filtering efficiency of the solids constituent 
from the feed fluid; electric motor drive 3 carried by the filter head with a rotatable output 
shaft 6 coupled with the filter for rotating the filter; and speed controller 17, 18. It would 
have been obvious to one having ordinary skill in the art, at the time applicant's 
invention was made, to have provided the filter assembly of Cox with a speed controller 
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as disclosed by Vado et al. for the purpose of enabling adjustment of the speed of the 
drive motor (col. 2, lines 13-15 and lines 49-51). 

11. Claims 1,3, 4, 5,6, 8, 9, 10, 11, 12, 13, 14, 15, 16, 17, 18,21,22,23,30,31,32, 
33, 34, 35, and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Penny (US 5,904,841) in view of Vado et al. (US 5,656,164) and McCann (US 
2,427,733). 

Penny (US 5,904,841 ) discloses a centrifuge apparatus comprising a filter head 
101 ; a housing 14 connected to the filter head; a rotatable filter 12 disposed within the 
housing; the filter having an inlet 105 and an outlet 108; reaction drive 18; venturi 
vacuum device 1 12 in the filter head; check valve 125; engine 51 ; and fixed shaft 107. 
Penny (US 5,904,841 ) does not disclose the electric motor drive, controller, or spirally 
arranged filter media. The patent to Vado et al. (US 5,656,164) discloses a centrifuge 
apparatus comprising a filter head 14; a housing 2 connected to the filter head 14; a 
rotatable filter 9 disposed within the housing; the filter having an inlet 12 and an outlet 7; 
inherently replaceable filter media 1 1 for improving the filtering efficiency of the solids 
constituent from the feed fluid; electric motor drive 3 carried by the filter head with a 
rotatable output shaft 6 coupled with the filter for rotating the filter; and speed controller 
17, 18. The patent to McCann discloses a filtering apparatus used for filtering oil 
wherein the filter is intended to be coupled to an engine for filtering oil contained in the 
engine (col. 1, lines 1-5), the filtering apparatus including housing 50 with a centertube 
32 therein; a replaceable filter media 14 (col. 2, lines 10-16) wrapped around the 
centertube; the filter media 14 being spirally arranged as shown at 70 in Fig. 2. It would 
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have been obvious to one having ordinary skill in the art, at the time applicant's 
invention was made, to have substituted the drive in Penny with an electric motor drive 
controlled by a speed controller as disclosed by Vado et al. for the purpose of positively 
driving the filter at a selected speed as opposed to unreliable reaction drive which is not 
speed controllable (col. 2, lines 13-15 and 50-52 and col. 3, line 5) and to have provided 
Penny with a replaceable spirally arranged filter media in the filter as disclosed by 
McCann for the purpose of providing an economical and efficient media for trapping 
solids in the filter assembly and to increase the density of the filtering material in the 
filter (col. 1, lines 29-33 and col. 4, lines 23-29). 

With respect to claim 33, Penny does not show the filter attached to the engine. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have attached the filter to the engine, e.g., to form an integrated 
assembly, since it has been held that rearranging parts of an invention which 
rearrangement does not modify the operation of the device involves only routine skill in 
the art. In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950) and MPEP 2144.04. 
12. Claims 1,3, 4, 5,6, 8, 9, 10, 11, 12, 13, 14, 15, 16, 17, 18,21,22,23,30,31,32, 
33, 34, 35, and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Penny (US 5,904,841) in view of Vado et al. (US 5,656,164) and Brownell (US 
4,877,527). 

Penny (US 5,904,841 ) discloses a centrifuge apparatus comprising a filter head 
101 ; a housing 14 connected to the filter head; a rotatable filter 12 disposed within the 
housing; the filter having an inlet 105 and an outlet 108; reaction drive 18; venturi 
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vacuum device 1 12 in the filter head; check valve 125; engine 51 ; and fixed shaft 107. 
Penny (US 5,904,841 ) does not disclose the electric motor drive, controller, or spirally 
arranged filter media. The patent to Vado et al. (US 5,656,164) discloses a centrifuge 
apparatus comprising a filter head 14; a housing 2 connected to the filter head 14; a 
rotatable filter 9 disposed within the housing; the filter having an inlet 12 and an outlet 7; 
inherently replaceable filter media 1 1 for improving the filtering efficiency of the solids 
constituent from the feed fluid; electric motor drive 3 carried by the filter head with a 
rotatable output shaft 6 coupled with the filter for rotating the filter; and speed controller 
17, 18. The patent to Brownell discloses a filtering apparatus used for filtering oil 
wherein the filter is intended to be coupled to an engine for filtering oil contained in the 
engine (col. 2, lines 12-23), the filtering apparatus including housing (col. 2, lines 16-17) 
with a centertube 12 therein; a replaceable filter media 16 wrapped around the 
centertube; the filter media 16 being spirally arranged as shown in Fig. 1 . It would have 
been obvious to one having ordinary skill in the art, at the time applicant's invention was 
made, to have substituted the drive in Penny with an electric motor drive controlled by a 
speed controller as disclosed by Vado et al. for the purpose of positively driving the filter 
at a selected speed as opposed to unreliable reaction drive which is not speed 
controllable (col. 2, lines 13-15 and 50-52 and col. 3, line 5) and to have provided Penny 
with a replaceable spirally arranged filter media in the filter as disclosed by Brownell 
since Brownell teaches that spirally wound filtering media would about a centertube is a 
well known filtering arrangement and for the purpose of providing an economical media 
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for trapping solids in the filter assembly and to increase the surface area of the filtering 
material presented to the liquid (col. 1, lines 6-13 and lines 57-61). 

With respect to claim 33, Penny does not show the filter attached to the engine. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have attached the filter to the engine, e.g., to form an integrated 
assembly, since it has been held that rearranging parts of an invention which 
rearrangement does not modify the operation of the device involves only routine skill in 
the art as explained above. 

13. Claims 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Penny (US 5,904,841 ) in view of Vado et al. (US 5,656,164) and McCann (US 
2,427,733) or Penny (US 5,904,841) in view of Vado et al. (US 5,656,164) and Brownell 
(US 4,877,527) as applied to claim 14 above, and further in view of Simonds (US 
4,353,499). 

Penny (US 5,904,841) in view of Vado et al. (US 5,656,164) and McCann (US 
2,427,733) or Penny (US 5,904,841) in view of Vado et al. (US 5,656,164) and Brownell 
(US 4,877,527) do not disclose the recited pressure reducing device. The patent to 
Simonds discloses in Figure 1 a centrifuge apparatus coupled to an engine for filtering 
oil contained in the engine (col. 1, lines 10-19 and 30-37; col. 4, lines 35-47) and 
comprising a filter head 22; a stationary housing 12 connected to the filter head; a 
rotatable filter 42 disposed within the housing; the filter having an inlet 96 and an outlet 
112; replaceable (col. 5, lines 8-27) filter media 68, 78, 82, 86 which increases a 
filtration surface area and therefore improves the filtering efficiency of the solids 
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constituent from the feed fluid (Col. 4, lines 4-20); electric motor drive 56 carried by the 
filter head with a rotatable output shaft 54 coupled with the filter for rotating the filter; 
and a flow restrictor pressure reducing device 34. It would have been obvious to one 
having ordinary skill in the art, at the time applicant's invention was made, to have 
provided Penny (US 5,904,841) in view ofVado et al.(US 5,656,164) and McCann (US 
2,427,733) or Penny (US 5,904,841) in view of Vado et al. (US 5,656,164) and Brownell 
(US 4,877,527) with a pressure reducing device as disclosed by Simonds for the 
purpose controlling the flow of fluid (oil) into the filter assembly (col. 4, lines 47-49). 

Response to Amendment 

14. Applicant's arguments with respect to the pending claims have been considered 
but are deemed to be moot in view of the new grounds of rejection necessitated by 
amendment. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The cited prior art discloses centrifuges/filtering assemblies with spirally disposed 
filtering media therein. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles E. Cooley whose telephone number is (571 ) 
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272-1 139. The examiner can normally be reached on Mon-Fri. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Charles E. Cooley 
Primary Examiner 
Art Unit 1723 



8 July 2004 



